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164 Kilb, K. P. (1993). Arbitration of Patent Disputes: An Important Option in the Age of

Information Technology. Fordham Infellectual Property, Media & Entertainment Law Journal,

(Issue 2), P. 609-610. Retrieved from http://0-

search.ebscohost.com.mylibrary.qu.edu.ga/login.aspx?direct=true&db=edshol&AN=edshol.h

ein.journals.frdipm4.47&site=eds-live&scope=site

165 Unified Patent Court.
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169 Article 89: “(1) This Agreement shall enter into force on 1 January 2014 or on the first
day of the fourth month after the deposit of the thirteenth instrument of ratification or
accession in accordance with Article 84, including the three Member States in which the
highest number of European patents had effect in the year preceding the year in which the
signature of the Agreement takes place or on the first day of the fourth month after the date
of entry into force of the amendments to Regulation (EU) No 1215/2012 concerning its

relationship with this Agreement, whichever is the latest.”
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170 Article 1: “A Unified Patent Court for the settlement of disputes relating to European patents
and European patents with unitary effect is hereby established. The Unified Patent Court shall
be a court common to the Contracting Member States and thus subject to the same obligations

under Union law as any national court of the Contracting Member States.”

171 Article 83: “(1) During a transitional period of seven years after the date of entry into force
of this Agreement, an action for infringement or for revocation of a European patent or an
action for infringement or for declaration of invalidity of a supplementary protection certificate
issued for a product protected by a European patent may still be brought before national
courts or other competent national authorities. (2) An action pending before a national court
at the end of the transitional period shall not be affected by the expiry of this period. (3)

Unless an action has already been brought before the Court, a proprietor of or an applicant
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for a European patent granted or applied for prior to the end of the transitional period under
paragraph 1 and, where applicable, paragraph 5, as well as a holder of a supplementary
protection certificate issued for a product protected by a European patent, shall have the
possibility to opt out from the exclusive competence of the Court. To this end they shall notify
their opt-out to the Registry by the latest one month before expiry of the transitional period.
The opt-out shall take effect upon its entry into the register. (4) Unless an action has already
been brought before a national court, proprietors of or applicants for European patents or
holders of supplementary protection certificates issued for a product protected by a European
patent who made use of the opt-out in accordance with paragraph 3 shall be entitled to
withdraw their opt—out at any moment. In this event they shall notify the Registry accordingly.
The withdrawal of the opt-out shall take effect upon its entry into the register. (5) Five years
after the entry into force of this Agreement, the Administrative Committee shall carry out a
broad consultation with the users of the patent system and a survey on the number of
European patents and supplementary protection certificates issued for products protected by
European patents with respect to which actions for infringement or for revocation or declaration
of invalidity are still brought before the national courts pursuant to paragraph 1, the reasons
for this and the implications thereof. On the basis of this consultation and an opinion of the
Court, the Administrative Committee may decide to prolong the transitional period by up to

seven years.”

172 Article 3: “This Agreement shall apply to any: (a) European patent with unitary effect; (b)
supplementary protection certificate issued for a product protected by a patent; (c) European
patent which has not yet lapsed at the date of entry into force of this Agreement or was
granted after that date, without prejudice to Article 83; and (d) European patent application
which is pending at the date of entry into force of this Agreement or which is filed after that

date, without prejudice to Article 83.”
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173 Article 4: “(1) The Court shall have legal personality in each Contracting Member State
and shall enjoy the most extensive legal capacity accorded to legal persons under the national
law of that State. (2) The Court shall be represented by the President of the Court of Appeal

who shall be elected in accordance with the Statute.”

.ec n0.593/2008 (Rome I) ai s, 74

.eC n0.863/2007(Rome Il) sl g 3 17
176 Article 5: “(1) The contractual liability of the Court shall be governed by the law applicable

1
to the contract in question in accordance with Regulation (EC) No. 593/2008 (Rome I), where
applicable, or failing that in accordance with the law of the Member State of the court seized.
(2) The non—contractual liability of the Court in respect of any damage caused by it or its staff

in the performance of their duties, to the extent that it is not a civil and commercial matter

1
within the meaning of Regulation (EC) No. 864/2007 (Rome lII), shall be governed by the

law of the Contracting Member State in which the damage occurred. This provision is without
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prejudice to the application of Article 22. (3) The court with jurisdiction to settle disputes under

paragraph 2 shall be a court of the Contracting Member State in which the damage occurred.”

177 Article 17: ‘(1) The Court, its judges and the Registrar shall enjoy judicial independence.
In the performance of their duties, the judges shall not be bound by any instructions. (2)
Legally qualified judges, as well as technically qualified judges who are full-time judges of the
Court, may not engage in any other occupation, whether gainful or not, unless an exception
is granted by the Administrative Committee. (3) Notwithstanding paragraph 2, the exercise of
the office of judges shall not exclude the exercise of other judicial functions at national level.
(4) The exercise of the office of technically qualified judges who are part-time judges of the
Court shall not exclude the exercise of other functions provided there is no conflict of interest.
(5) In case of a conflict of interest, the judge concerned shall not take part in proceedings.

Rules governing conflicts of interest are set out in the Statute.”
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178 Article 6: “(1) The Court shall comprise a Court of First Instance, a Court of Appeal and a

Registry. (2) The Court shall perform the functions assigned to it by this Agreement.”

179 Article 11: “An Administrative Committee, a Budget Committee and an Advisory Committee
shall be set up in order to ensure the effective implementation and operation of this
Agreement. They shall in particular exercise the duties foreseen by this Agreement and the

Statute.”
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180 Article 7: “(1) The Court of First Instance shall comprise a central division as well as local
and regional divisions. (2) The central division shall have its seat in Paris, with sections in
London and Munich. The cases before the central division shall be distributed in accordance
with Annex I, which shall form an integral part of this Agreement. (3) A local division shall be
set up in a Contracting Member State upon its request in accordance with the Statute. A
Contracting Member State hosting a local division shall designate its seat. (4) An additional
local division shall be set up in a Contracting Member State upon its request for every one
hundred patent cases per calendar year that have been commenced in that Contracting
Member State during three successive years prior to or subsequent to the date of entry into
force of this Agreement. The number of local divisions in one Contracting Member State shall
not exceed four. (5) A regional division shall be set up for two or more Contracting Member
States, upon their request in accordance with the Statute. Such Contracting Member States
shall designate the seat of the division concerned. The regional division may hear cases in

multiple locations.”
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81 Article 8:" (1) Any panel of the Court of First Instance shall have a multinational
composition. Without prejudice to paragraph 5 of this Article and to Article 33(3)(a), it shall sit
in a composition of three judges. (2) Any panel of a local division in a Contracting Member
State where, during a period of three successive years prior or subsequent to the entry into
force of this Agreement, less than fifty patent cases per calendar year on average have been
commenced shall sit in a composition of one legally qualified judge who is a national of the
Contracting Member State hosting the local division concerned and two legally qualified judges
who are not nationals of the Contracting Member State concerned and are allocated from the
Pool of Judges in accordance with Article 18(3) on a case by case basis. (3) Notwithstanding
paragraph 2, any panel of a local division in a Contracting Member State where, during a
period of three successive years prior or subsequent to the entry into force of this Agreement,
fifty or more patent cases per calendar year on average have been commenced, shall sit in a
composition of two legally qualified judges who are nationals of the Contracting Member State
hosting the local division concerned and one legally qualified judge who is not a national of
the Contracting Member State concerned and is allocated from the Pool of Judges in
accordance with Article 18(3). Such third judge shall serve at the local division on a long term
basis, where this is necessary for the efficient functioning of divisions with a high work load.
(4) Any panel of a regional division shall sit in a composition of two legally qualified judges
chosen from a regional list of judges, who shall be nationals of the Contracting Member States
concerned, and one legally qualified judge who shall not be a national of the Contracting
Member States concerned and who shall be allocated from the Pool of Judges in accordance
with Article 18(3). (5) Upon request by one of the parties, any panel of a local or regional
division shall request the President of the Court of First Instance to allocate from the Pool of
Judges in accordance with Article 18(3) an additional technically qualified judge with
qualifications and experience in the field of technology concerned. Moreover, any panel of a
local or regional division may, after having heard the parties, submit such request on its own
initiative, where it deems this appropriate. In cases where such a technically qualified judge
is allocated, no further technically qualified judge may be allocated under Article 33(3)(a). (6)
Any panel of the central division shall sit in a composition of two legally qualified judges who
are nationals of different Contracting Member States and one technically qualified judge
allocated from the Pool of Judges in accordance with Article 18(3) with qualifications and
experience in the field of technology concerned. However, any panel of the central division

dealing with actions under Article 32(1)(i) shall sit in a composition of three legally qualified
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judges who are nationals of different Contracting Member States. (7) Notwithstanding
paragraphs 1 to 6 and in accordance with the Rules of Procedure, parties may agree to have
their case heard by a single legally qualified judge. (8) Any panel of the Court of First Instance
shall be chaired by a legally qualified judge.”

66



(Jsall 038 ibalga 2a] (e 058 O oS 518
e el G ecallay) aal e ey ¢ call] o Asa g AELGE A (Y 05—
1 059 ABEY) el Cany Sliadl) (ha @l s (oY) Al Aaan G
Done LS el Linglgi€ill Jlaa (8 8oy A Bay ety i il Lald ol
@by o) «ablhY) lgelaw das alil) e lgasds olal e ke ) AL digll
NLlie @l
e S ¢ oS (il Gl paaniald (ge Al (5all Al 8 LGS A (4] —
Bl (e Abuad aly daly B oS Gally Balaie eliac] Joal ddbide ciluia
A0 (grle Il Tae Lag Agieal Linglgi€all Jlae A Byig DA ge 4l (5555 (AaSacl)
e Oibalge oliST BLad ADE (e Callia Ally 182¢(L)(1)(32) pd) solall cans
Balaial) clacl) Jgal) Calisg
ceiS aaly mlE U8 G palses s of e GlaY) bl 06—
dayd AeSae b Alaadl) Cilingll b slialll Cilaia 58 o cuaga E8EY) oL s g
Ao dsilag AeSaa Y Ang ol AaSae lgis€ B Lghan aady @l Y cciled Ln 5 ]
pgrren B 5 adll il 8 sLadll 6 o e ALY Cual g Al el
Oe Ailadl) aiis JE& daw (31 (S el @l dpilly ddde Cuad e LA (i gil8 Bl

) ¢ lgads Ailoadl) diagll 5 Gl 056 of e ¢ @ Cals a5 U (s g3la slad

182 Article 32 (1): “(7) actions concerning decisions of the European Patent Office in carrying

out the tasks referred to in Article 9 of Regulation (EU) No 1257/2012.”
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183 Article 18: “(1) A Pool of Judges shall be established in accordance with the Statute. (2)
The Pool of Judges shall be composed of all legally qualified judges and technically qualified
judges from the Court of First Instance who are full-time or part-time judges of the Court.
The Pool of Judges shall include at least one technically qualified judge per field of technology
with the relevant qualifications and experience. The technically qualified judges from the Pool
of Judges shall also be available to the Court of Appeal. (3) Where so provided by this
Agreement or the Statute, the judges from the Pool of Judges shall be allocated to the division
concerned by the President of the Court of First Instance. The allocation of judges shall be
based on their legal or technical expertise, linguistic skills and relevant experience. The
allocation of judges shall guarantee the same high quality of work and the same high level of

legal and technical expertise in all panels of the Court of First Instance.”
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184 Article 9: “(1) Any panel of the Court of Appeal shall sit in a multinational composition of
five judges. It shall sit in a composition of three legally qualified judges who are nationals of
different Contracting Member States and two technically qualified judges with qualifications
and experience in the field of technology concerned. Those technically qualified judges shall
be assigned to the panel by the President of the Court of Appeal from the pool of judges in
accordance with Article 18. (2) Notwithstanding paragraph 1, a panel dealing with actions
under Article 32(1)(i) shall sit in a composition of three legally qualified judges who are
nationals of different Contracting Member States. (3) Any panel of the Court of Appeal shall
be chaired by a legally qualified judge. (4) The panels of the Court of Appeal shall be set up
in accordance with the Statute. (5) The Court of Appeal shall have its seat in Luxembourg.”

185 Article 22: “(1) The Presidium shall appoint the Registrar of the Court for a term of six

years. The Registrar may be re-appointed. (2) Two weeks before the date fixed for appointing
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the Registrar, the President of the Court of Appeal shall inform the Presidium of the
applications which have been submitted for the post. (3) Before taking up his or her duties,
the Registrar shall take oath before the Presidium to perform the duties of the Registrar
impartially and conscientiously. (4) The Registrar may be removed from office only if the
Registrar no longer meets the obligations arising from his or her office. The Presidium shall
take its decision after having heard the Registrar. (5) If the office of the Registrar falls vacant
before the date of expiry of the term thereof, the Presidium shall appoint a new Registrar for
a term of six years. (6) If the Registrar is absent or prevented from attending or where such
post is vacant, the President of the Court of Appeal after having consulted the Presidium shall
designate a member of the staff of the Court to carry out the duties of the Registrar.”

1% Article 10: “(1) A Registry shall be set up at the seat of the Court of Appeal. It shall be
managed by the Registrar and perform the functions assigned to it in accordance with the
Statute. Subject to conditions set out in this Agreement and the Rules of Procedure, the
register kept by the Registry shall be public. (2) Sub-registries shall be set up at all divisions
of the Court of First Instance. (3) The Registry shall keep records of all cases before the
Court. Upon filing, the sub—registry concerned shall notify every case to the Registry. (4) The
Court shall appoint the Registrar in accordance with Article 22 of the Statute and lay down

the rules governing the Registrar's service.”
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187 Article 12: “(1) The Administrative Committee shall be composed of one representative of
each Contracting Member State. The European Commission shall be represented at the
meetings of the Administrative Committee as observer. (2) Each Contracting Member State
shall have one vote. (3) The Administrative Committee shall adopt its decisions by a majority
of three quarters of the Contracting Member States represented and voting, except where this
Agreement or the Statute provides otherwise. (4) The Administrative Committee shall adopt
its rules of procedure. (5) The Administrative Committee shall elect a chairperson from among
its members for a term of three years. That term shall be renewable.”

'8 Article 14: “(1) The Advisory Committee shall: (a) assist the Administrative Committee in
the preparation of the appointment of judges of the Court; (b) make proposals to the Presidium
referred to in Article 15 of the Statute on the guidelines for the training framework for judges
referred to in Article 19; and (c) deliver opinions to the Administrative Committee concerning
the requirements for qualifications referred to in Article 48(2). (2) The Advisory Committee
shall comprise patent judges and practitioners in patent law and patent litigation with the
highest recognised competence. They shall be appointed, in accordance with the procedure
laid down in the Statute, for a term of six years. That term shall be renewable. (3) The
composition of the Advisory Committee shall ensure a broad range of relevant expertise and
the representation of each of the Contracting Member States. The members of the Advisory
Committee shall be completely independent in the performance of their duties and shall not
be bound by any instructions. (4) The Advisory Committee shall adopt its rules of procedure.
(5) The Advisory Committee shall elect a chairperson from among its members for a term of

three years. That term shall be renewable.”
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%9 Article 15: “(1) The Presidium shall be composed of the President of the Court of Appeal,
who shall act as chairperson, the President of the Court of First Instance, two judges of the
Court of Appeal elected from among their number, three judges of the Court of First Instance
who are full-time judges of the Court elected from among their number, and the Registrar as

a non-voting member. (2) The Presidium shall exercise its duties in accordance with this
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Statute. It may, without prejudice to its own responsibility, delegate certain tasks to one of its
members. (3) The Presidium shall be responsible for the management of the Court and shall
in particular: (a) draw up proposals for the amendment of the Rules of Procedure in
accordance with Article 41 of the Agreement and proposals regarding the Financial
Regulations of the Court; (b) prepare the annual budget, the annual accounts and the annual
report of the Court and submit them to the Budget Committee; (c) establish the guidelines for
the training programme for judges and supervise the implementation thereof; (d) take decisions
on the appointment and removal of the Registrar and the Deputy—Registrar; (e) lay down the
rules governing the Registry including the sub-registries; (f) give an opinion in accordance
with Article 83(5) of the Agreement. (4) Decisions of the Presidium referred to in Articles 7,
8, 10 and 22 shall be taken without the participation of the Registrar. (5) The Presidium can
take valid decisions only when all members are present or duly represented. Decisions shall
be taken by a majority of the votes.”

190 Article 41: “(1) The Rules of Procedure shall lay down the details of the proceedings before
the Court. They shall comply with this Agreement and the Statute. (2) The Rules of Procedure
shall be adopted by the Administrative Committee on the basis of broad consultations with
stakeholders. The prior opinion of the European Commission on the compatibility of the Rules
of Procedure with Union law shall be requested. The Rules of Procedure may be amended
by a decision of the Administrative Committee, on the basis of a proposal from the Court and
after consultation with the European Commission. However, such amendments shall not
contradict or alter this Agreement or the Statute. (3) The Rules of Procedure shall guarantee

that the decisions of the Court are of the highest quality and that proceedings are organised
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in the most efficient and cost effective manner. They shall ensure a fair balance between the
legitimate interests of all parties. They shall provide for the required level of discretion of
judges without impairing the predictability of proceedings for the parties.”
1 Article 83: “(5) Five years after the entry into force of this Agreement, the Administrative
Committee shall carry out a broad consultation with the users of the patent system and a
survey on the number of European patents and supplementary protection certificates issued
for products protected by European patents with respect to which actions for infringement or
for revocation or declaration of invalidity are still brought before the national courts pursuant
to paragraph 1, the reasons for this and the implications thereof. On the basis of this
consultation and an opinion of the Court, the Administrative Committee may decide to prolong
the transitional period by up to seven years.”
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193 Article 35: “(1) A patent mediation and arbitration centre ('the Centre') is hereby
established. It shall have its seats in Ljubljana and Lisbon. (2) The Centre shall provide
facilities for mediation and arbitration of patent disputes falling within the scope of this
Agreement. Article 82 shall apply mutatis mutandis to any settlement reached through the use
of the facilities of the Centre, including through mediation. However, a patent may not be
revoked or limited in mediation or arbitration proceedings. (3) The Centre shall establish
Mediation and Arbitration Rules. (4) The Centre shall draw up a list of mediators and

arbitrators to assist the parties in the settlement of their dispute.”
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194 Article 31: “The international jurisdiction of the Court shall be established in accordance
with Regulation (EU) No 1215/2012 or, where applicable, on the basis of the Convention on
jurisdiction and the recognition and enforcement of judgments in civil and commercial matters

(Lugano Convention).”

195 Article 32: “(1) The Court shall have exclusive competence in respect of: (a) actions for
actual or threatened infringements of patents and supplementary protection certificates and
related defences, including counterclaims concerning licences; (b) actions for declarations of
non-infringement of patents and supplementary protection certificates; (c) actions for
provisional and protective measures and injunctions; (d) actions for revocation of patents and
for declaration of invalidity of supplementary protection certificates; (e) counterclaims for

revocation of patents and for declaration of invalidity of supplementary protection certificates;
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(f) actions for damages or compensation derived from the provisional protection conferred by
a published European patent application; (g) actions relating to the use of the invention prior
to the granting of the patent or to the right based on prior use of the invention; (h) actions for
compensation for licences on the basis of Article 8 of Regulation (EU) No 1257/2012; and (i)
actions concerning decisions of the European Patent Office in carrying out the tasks referred
to in Article 9 of Regulation (EU) No 1257/2012. (2) The national courts of the Contracting
Member States shall remain competent for actions relating to patents and supplementary

protection certificates which do not come within the exclusive competence of the Court.”
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19 Article 34: “Decisions of the Court shall cover, in the case of a European patent, the

territory of those Contracting Member States for which the European patent has effect.”
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197 Article 24: “(1) In full compliance with Article 20, when hearing a case brought before it
under this Agreement, the Court shall base its decisions on: (a) Union law, including
Regulation (EU) No 1257/2012 and Regulation (EU) No 1260/2012; (b) this Agreement; (c)
the EPC; (d) other international agreements applicable to patents and binding on all the
Contracting Member States; and (e) national law. (2) To the extent that the Court shall base
its decisions on national law, including where relevant the law of non—contracting States, the
applicable law shall be determined: (a) by directly applicable provisions of Union law
containing private international law rules, or (b) in the absence of directly applicable provisions
of Union law or where the latter do not apply, by international instruments containing private
international law rules; or (c) in the absence of provisions referred to in points (a) and (b), by
national provisions on private international law as determined by the Court. (3) The law of
non-contracting States shall apply when designated by application of the rules referred to in

paragraph 2, in particular in relation to Articles 25 to 28, 54, 55, 64, 68 and 72.”
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199 Article 76: ‘(1) The Court shall decide in accordance with the requests submitted by the
parties and shall not award more than is requested. (2) Decisions on the merits may only be
based on grounds, facts and evidence, which were submitted by the parties or introduced into
the procedure by an order of the Court and on which the parties have had an opportunity to
present their comments. (3) The Court shall evaluate evidence freely and independently.”

200 Article 77: “(1) Decisions and orders of the Court shall be reasoned and shall be given in
writing in accordance with the Rules of Procedure.

(2) Decisions and orders of the Court shall be delivered in the language of proceedings.”

201 Article 78: “(1) Decisions and orders of the Court shall be taken by a majority of the panel,
in accordance with the Statute. In case of equal votes, the vote of the presiding judge shall
prevail. (2) In exceptional circumstances, any judge of the panel may express a dissenting

opinion separately from the decision of the Court.”
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202 Article 80: “The Court may order, at the request of the applicant and at the expense of the
infringer, appropriate measures for the dissemination of information concerning the Court's
decision, including displaying the decision and publishing it in full or in part in public media.”
203 Article 21: “As a court common to the Contracting Member States and as part of their
judicial system, the Court shall cooperate with the Court of Justice of the European Union to
ensure the correct application and uniform interpretation of Union law, as any national court,
in accordance with Article 267 TFEU in particular. Decisions of the Court of Justice of the
European Union shall be binding on the Court.”
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205 Article 22: “(1) The Contracting Member States are jointly and severally liable for damage
resulting from an infringement of Union law by the Court of Appeal, in accordance with Union
law concerning non—contractual liability of Member States for damage caused by their national
courts breaching Union law. (2) An action for such damages shall be brought against the
Contracting Member State where the claimant has its residence or principal place of business
or, in the absence of residence or principal place of business, place of business, before the
competent authority of that Contracting Member State. Where the claimant does not have its
residence, or principal place of business or, in the absence of residence or principal place of
business, place of business in a Contracting Member State, the claimant may bring such an
action against the Contracting Member State where the Court of Appeal has its seat, before
the competent authority of that Contracting Member State.

The competent authority shall apply the /ex fori, with the exception of its private international
law, to all questions not regulated by Union law or by this Agreement. The claimant shall be
entitled to obtain the entire amount of damages awarded by the competent authority from the
Contracting Member State against which the action was brought. (3) The Contracting Member
State that has paid damages is entitled to obtain proportional contribution, established in

accordance with the method laid down in Article 37(3) and (4), from the other Contracting
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Member States. The detailed rules governing the Contracting Member States' contribution
under this paragraph shall be determined by the Administrative Committee.”
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207 Article 23: “Actions of the Court are directly attributable to each Contracting Member
State individually, including for the purposes of Articles 258, 259 and 260 TFEU, and to all
Contracting Member States collectively.”

208 Article 63: “(1) Where a decision is taken finding an infringement of a patent, the Court

may grant an injunction against the infringer aimed at prohibiting the continuation of the
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infringement. The Court may also grant such injunction against an intermediary whose services
are being used by a third party to infringe a patent. (2) Where appropriate, non—compliance
with the injunction referred to in paragraph 1 shall be subject to a recurring penalty payment

payable to the Court.”

209 Article 65: “(1) The Court shall decide on the validity of a patent on the basis of an action
for revocation or a counterclaim for revocation. (2) The Court may revoke a patent, either
entirely or partly, only on the grounds referred to in Articles 138(1) and 139(2) of the EPC.
(3) Without prejudice to Article 138(3) of the EPC, if the grounds for revocation affect the
patent only in part, the patent shall be limited by a corresponding amendment of the claims
and revoked in part. (4) To the extent that a patent has been revoked it shall be deemed not
to have had, from the outset, the effects specified in Articles 64 and 67 of the EPC. (5) Where
the Court, in a final decision, revokes a patent, either entirely or partly, it shall send a copy of
the decision to the European Patent Office and, with respect to a European patent, to the

national patent office of any Contracting Member State concerned.”
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214 Article 66: “(1) In actions brought under Article 32(1)(i), the Court may exercise any power
entrusted on the European Patent Office in accordance with Article 9 of Regulation (EU) No
1257/2012, including the rectification of the Register for unitary patent protection. (2) In
actions brought under Article 32(1)(i) the parties shall, by way of derogation from Article 69,

bear their own costs.”

215 Article 68: ‘(1) The Court shall, at the request of the injured party, order the infringer who
knowingly, or with reasonable grounds to know, engaged in a patent infringing activity, to pay
the injured party damages appropriate to the harm actually suffered by that party as a result
of the infringement. (2) The injured party shall, to the extent possible, be placed in the position
it would have been in if no infringement had taken place. The infringer shall not benefit from
the infringement. However, damages shall not be punitive. (3) When the Court sets the
damages: (a) it shall take into account all appropriate aspects, such as the negative economic
consequences, including lost profits, which the injured party has suffered, any unfair profits
made by the infringer and, in appropriate cases, elements other than economic factors, such
as the moral prejudice caused to the injured party by the infringement; or (b) as an alternative
to point (a), it may, in appropriate cases, set the damages as a lump sum on the basis of
elements such as at least the amount of the royalties or fees which would have been due if

the infringer had requested authorisation to use the patent in question. (4) Where the infringer
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did not knowingly, or with reasonable grounds to know, engage in the infringing activity, the

Court may order the recovery of profits or the payment of compensation.”
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216 Article 73: “(1) An appeal against a decision of the Court of First Instance may be brought
before the Court of Appeal by any party which has been unsuccessful, in whole or in part, in
its submissions, within two months of the date of the notification of the decision. (2) An appeal
against an order of the Court of First Instance may be brought before the Court of Appeal by
any party which has been unsuccessful, in whole or in part, in its submissions: (a) for the
orders referred to in Articles 49(5), 59 to 62 and 67 within 15 calendar days of the notification
of the order to the applicant ; (b) for other orders than the orders referred to in point (a): (i)
together with the appeal against the decision, or (ii) where the Court grants leave to appeal,
within 15 days of the notification of the Court's decision to that effect. (3) The appeal against
a decision or an order of the Court of First Instance may be based on points of law and
matters of fact. (4) New facts and new evidence may only be introduced in accordance with
the Rules of Procedure and where the submission thereof by the party concerned could not

reasonably have been expected during proceedings before the Court of First Instance.”
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218 Article 74: “(1) An appeal shall not have suspensive effect unless the Court of Appeal
decides otherwise at the motivated request of one of the parties. The Rules of Procedure shall
guarantee that such a decision is taken without delay. (2) Notwithstanding paragraph 1, an
appeal against a decision on actions or counterclaims for revocation and on actions based on
Article 32(1)(i) shall always have suspensive effect. (3) An appeal against an order referred
to in Articles 49(5), 59 to 62 or 67 shall not prevent the continuation of the main proceedings.
However, the Court of First Instance shall not give a decision in the main proceedings before

the decision of the Court of Appeal concerning an appealed order has been given.”
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219 Article 75: “(1) If an appeal pursuant to Article 73 is well-founded, the Court of Appeal
shall revoke the decision of the Court of First Instance and give a final decision. The Court of
Appeal may in exceptional cases and in accordance with the Rules of Procedure refer the
case back to the Court of First Instance for decision. (2) Where a case is referred back to the
Court of First Instance pursuant to paragraph 1, the Court of First Instance shall be bound by

the decision of the Court of Appeal on points of law.”
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220 Article 82: “(1) Decisions and orders of the Court shall be enforceable in any Contracting
Member State. An order for the enforcement of a decision shall be appended to the decision
by the Court. (2) Where appropriate, the enforcement of a decision may be subject to the
provision of security or an equivalent assurance to ensure compensation for any damage
suffered, in particular in the case of injunctions. (3) Without prejudice to this Agreement and
the Statute, enforcement procedures shall be governed by the law of the Contracting Member
State where the enforcement takes place. Any decision of the Court shall be enforced under
the same conditions as a decision given in the Contracting Member State where the
enforcement takes place. (4) If a party does not comply with the terms of an order of the

Court, that party may be sanctioned with a recurring penalty payment payable to the Court.
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The individual penalty shall be proportionate to the importance of the order to be enforced

and shall be without prejudice to the party's right to claim damages or security.”
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221 Article 81: “(1) A request for rehearing after a final decision of the Court may exceptionally
be granted by the Court of Appeal in the following circumstances: (a) on discovery of a fact
by the party requesting the rehearing, which is of such a nature as to be a decisive factor and
which, when the decision was given, was unknown to the party requesting the rehearing; such
request may only be granted on the basis of an act which was held, by a final decision of a
national court, to constitute a criminal offence; or (b) in the event of a fundamental procedural
defect, in particular when a defendant who did not appear before the Court was not served
with the document initiating the proceedings or an equivalent document in sufficient time and
in such a way as to enable him to arrange for the defence. (2) A request for a rehearing shall
be filed within 10 years of the date of the decision but not later than two months from the date
of the discovery of the new fact or of the procedural defect. Such request shall not have
suspensive effect unless the Court of Appeal decides otherwise. (3) If the request for a
rehearing is well-founded, the Court of Appeal shall set aside, in whole or in part, the decision
under review and re—open the proceedings for a new trial and decision, in accordance with
the Rules of Procedure. (4) Persons using patents which are the subject-matter of a decision

under review and who act in good faith should be allowed to continue using such patents.”
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*»Emini, Alessandra. (2017). Patent Arbitration: The Underutilized Process for Resolving
International Patent Disputes in The Pharmaceutical and Biotechnology Industries. Arbitration

Law Review, Volume 9. P.6.
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